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IMPORTANT UPDATES TO CANADIAN TRADEMARK LAW AND 
PRACTICE 

 

The government of Canada has announced June 17, 2019 as the date on which legislative 
amendments to the Trade-marks Act will come into force (the “CIF date”).  While the primary 
consequence of the implementation of the legislative amendments will be Canada’s accession to 
the Nice Agreement, the Singapore Treaty and most importantly, the Madrid Protocol for the 
international registration of trademarks, the amendments will also bring about several significant 
changes to Canadian trademark practice affecting both future and existing trademark applications 
and registrations.  
 
The following summary sets out some of the more important changes to Canadian trademark 
practice along with some practical tips which we hope will be useful for new and experienced 
trademark applicants and counsel alike. 
 

1. Canada will join the Madrid Protocol. After the CIF date, Canadian applicants will be 
able to file applications through the World Intellectual Property Office (WIPO), designating 

in one document, all the member countries of the Madrid Protocol (of which there are 

presently 118 countries/states) for which registration of the mark is requested. Such 

international applications, which must be based on an existing Canadian application or 
registration, will offer Canadian applicants a more streamlined and less costly system of 

trademark registration worldwide. Similarly, the Canadian Trademark Office will begin 

accepting international applications designating Canada from other country/state 
members of the Madrid Protocol.  

2. Simplified application procedures. Applications filed after the CIF date will no longer 

require the identification of a filing basis (i.e., use in Canada, foreign registration and use, 

or proposed use). Reference to filing bases will be removed from all applications that are 
pending as of the CIF date. For applications filed on the basis of a corresponding foreign 
registration, it will no longer be necessary to file a certified copy of said foreign registration.   

3. Expanded scope of subject matter eligible for registration.  After the CIF date, it will 
be possible to file applications for the registration of non-traditional marks such as scent, 

taste, texture, and single colours and colour combinations without delineated contours.  

However, registration of such marks will only be possible upon evidence establishing the 

distinctiveness of the mark as of the filing date of the application.  After the CIF date it will 
also be possible to file applications for certification marks without having commenced use 
of the certification mark in Canada. 

4. Additional examination criteria. After the CIF date, newly filed and pending applications 

not yet advertised will be examined for distinctiveness. This is a new concept for Canadian 

trademark examiners and we expect to see inconsistent application and interpretation of 

the distinctiveness provision, at least in the early days following the legislative 
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amendments. Note that some marks which are registrable under the current Trade-marks 

Act, such as marks consisting solely of letters or numbers or marks consisting of 
combinations of laudatory terms and surnames, may not satisfy the distinctiveness 
requirement imposed by the legislative amendments. 

5. Elimination of “distinctive character” claim.  The current provision which allowed for 
the registration of inherently unregistrable subject matter on the basis of a corresponding 

foreign registration and the less onerous evidentiary requirements of ‘distinctive character’ 
in Canada will be repealed as of the CIF date.  

6. Declarations of use no longer required. After the CIF date, newly filed and existing 

pending applications will no longer require the filing of a declaration of use in order to 

advance to registration. Pending applications allowed as of the CIF date will still require 

payment of the registration fee. Approximately six months after the CIF date, the Office 
will begin issuing registration fee payment notices for any allowed application that has not 

yet advanced to registration. These notices are expected to provide a six-month term for 

payment of the registration fee, failing which the application will likely be treated as 
abandoned. 

7. Shortened term of registration/renewal.  After the CIF date, the term of registration will 

be shortened from 15 to 10 years. The shortened term will apply to any application 

registered after the CIF date and to any renewal of a term of registration that expires after 
the CIF date. 

8. Nice classification of goods and services will be mandatory. After the CIF date, newly 
filed applications and pending applications not yet advertised will require the grouping and 

classifying of goods and services in accordance with the Nice Classification system. Note 
that the Registrar’s decision with respect to Nice classes is final and may not be appealed. 

9. Per class fees will apply.  Applications filed after the CIF date will be subject to per class 

filing fees of CA$330 for the first class of goods/services and CA$100 for every additional 

class (compared to the current government fee of CA$250 regardless of the number of 

classes). Registrations for which the renewal fee is paid after the CIF date and for which 
the term of registration expires after the CIF date will be subject to per class fees of 

CA$400 for the first class and CA$125 for each additional class (compared to the current 
government fee of CA$350 regardless of the number of classes). 

10. Priority claims less restrictive. Applications filed after the CIF date will be able to claim 

priority from a corresponding application filed in any WTO member country (and not just 
the applicant’s country of origin). 

11. Division of applications will be possible. Applications filed after the CIF date and 

applications pending as of the CIF date will be divisible (and divided applications may be 

merged). This will benefit applicants whose applications have encountered Examiner 

objections or oppositions involving some but not all the goods and/or services recited in 
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the application, thereby allowing the application to advance to registration for those 
goods/services that are not contentious. 

12. Elimination of “associated marks”. As of the CIF date information pertaining to 

associated trademarks will be removed from all applications and registrations. This will 
facilitate the recording of changes in title.  

 
Practical tips to consider 
 

• Consider filing applications before the CIF date, particularly if the applications 

cover multiple classes of goods/services.  As any application filed before the CIF 

date will not be subject to per class fees, early filing could result in significant cost 
savings. 

• Consider paying renewal fees before the CIF date, particularly for registrations 

covering multiple classes of goods/services. At present, registrations can be 

renewed many years in advance and payment of the renewal fee before the CIF 

date will be at the current fee of CA$350, regardless of the number of classes. 
Note however that renewal of a registration for which the current term expires after 

the CIF date, will be renewed for a 10-year term, even if the renewal fee is paid 
before the CIF date. 

• Consider increasing use of trademark monitoring/watching services. The 

elimination of the declaration of use requirement has led to increasing trademark 

troll/squatter activity, a situation that will likely be exacerbated until per class fees 

are in force.  Careful and frequent monitoring of trademark databases can alert 
brand owners to such troll/squatter activity allowing for early and less costly 
intervention. 

• Consider grouping and classifying goods and services now, particularly for pending 

applications that are not likely to be advertised before the CIF date. There is less 
urgency for allowed applications and registrations as grouping and classifying 

goods/services in respect of these will not be mandatory until such time as the 

Office issues classification notices or a renewal is made after the CIF date. Note 

that for recently registered marks or recently renewed registrations, it may be 
several years before the Office issues a classification notice. 

• Continue to accurately identify the filing basis (i.e., prior use, proposed use, or use 

and foreign registration) in all applications filed before the CIF date. While such 
filing bases will be eliminated after the CIF date, inaccuracies in the filing bases 

will still form a valid ground of opposition in respect of any application filed before 

the CIF date. Similarly, consideration should be given to claiming and perfecting a 

foreign use and registration basis (if possible) as an additional basis of registration. 
Despite the additional cost of perfecting this additional basis (i.e. filing a certified 
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copy of the foreign registration and translation if applicable, and payment of the 

$50 fee) such additional basis may protect the application from certain technical 
grounds of opposition. 

• Review and evaluate trademark portfolios to assess whether there are any marks 

which may fall under the expanded scope of registrable subject matter after the 

CIF date, e.g., sound marks, scent marks, taste marks, etc.., and consider filing 
applications after the CIF date where there is evidence of distinctiveness of such 
marks in Canada as of the filing date. 

• Finally, Canadian applicants should review their trademark portfolios and foreign 
filing strategies to assess the merits of proceeding with international registration 
under the Madrid Protocol. 

 
The content this notice is intended as information only and should not be relied upon as legal 
advice or legal counsel. If you would like more information or have a specific question you would 
like to discuss, please contact one of the trademark professionals at Cassan Maclean IP Agency 
Inc.  
 
 
© 2018, Cassan Maclean IP Agency Inc. 

 

 
 




